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Remarks 

In the Office Action mailed May 7, 2003, the Examiner has objected to the Fig. 5 of the 
drawings for omitting a label on the axes and objected to the specification for various 
informalities. In addition, the Examiner rejected claims 19-40 under 35 U.S.C. § 112, second 
paragraph, for being indefinite. The Examiner also rejected claims 19-21, 23, 25-27, 29, 31-33, 
and 35-38 under 35 U.S.C. § 102(b) as being anticipated by U.S. Patent No. 4,907,586 to Bille et 
al. ("Bille et al."). The Examiner further rejected claims 28 under 35 U.S.C. § 103(a) as being 
unpatentable over Bille et al. and rejected claims 39 and 40 under 35 U.S.C. § 103(a) as being 
unpatentable over Bille et al. in view of U.S. Patent No. 6,322,556 to Gwon et al. ("Gwon et 
al."). Finally, the Examiner indicated that claims 22, 24, 30, and 34 would be allowable if 
rewritten to overcome the rejections under § 1 12, second paragraph, and to include all of the 
limitations of the claim(s) from which they depend. 

In this response, Applicants have amended Fig. 5 and three paragraphs from the 
specification. In addition, Applicants have amended claims 19, 23, 26, 29, 30, 31, and 34-40 and 
have added new claims 41-49. Applicants have cancelled claims 20, 21, 32, and 33 without 
prejudice. No new matter has been added. 

Claims 19, 22-31, and 34-49 are currently pending. Applicants respectfully request 
withdrawal of the rejections to claims 19, 22-31, and 34-40 and allowance of new claims 41-49. 

A. Objection to the Drawings: 

The Examiner objected to Fig. 5 because the axes were not labeled. Applicants have 
attached an amended Fig. 5 to this response as a replacement sheet. In amended Fig. 5, the 
horizontal axis has been labeled "time" and the vertical axis has been labeled "amplitude" as 
described on page 11, line 14 of the specification. 

Applicants respectfully request that the objection to the drawings be withdrawn. 

B. Objections to the Specification: 

The Examiner objected to the specification for various informalities. Applicants have 
amended the paragraph on beginning on page 6, line 23, to change "particular" to -particularly- 
as suggested by the Examiner. The Applicants have also amended the paragraph on beginning 
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on page 11, line 14, to change "through of to --thought of--, so as to correct a typographical 
error in the English translation. Finally, the Applicants have amended the paragraph on 
beginning on page 11, line 27, to remove a superfluous occurrence of the word "at" to correct a 
typographical error in the English translation. 

Applicants respectfully request that the objection to the specification be withdrawn. 



C. Rejections under 35 U.S.C. § 112, second paragraph: 

Claims 19-40 were rejected under 35 U.S.C. § 1 12, second paragraph as being indefinite. 
The Examiner objected to the term "unopened" in claims 19 and 31 and "without opening" the 
eye in claim 29. Applicants have removed those terms from those claims and have specified 
that the method and device are for " noninvasively dissolving opacities and/or hardenings of an 
eye" as suggested by the Examiner. 

The Examiner also objected to the recitation of claims 20, 23, and 26 "wherein the at least 
one ultrashort pulse includes a plurality of ultrashort pulses." Applicants have removed those 
recitations from claims 20, 23, and 26. 

The Examiner further objected to the term "frequency distribution" as used in claims 31, 
37, and 38. Applicants have changed the term to -wavelength- in claims 31 and 38, to correct a 
typographical error. Support for the amendment is found in the original application, for example 
at page 4, lines 17-18; page 8, lines 11-16; and page 9, lines 20-21. In claim 37, "frequency 
distribution" was changed to -wavelength distribution- to correct a typographical error. That 
language in claim 37 now corresponds to a similar recitation in claim 25. Support for the change 
is found, for example at page 4, lines 10-12 of the original specification, and to —wavelength 
distribution- in claim 37. 

Finally, the Examiner rejected claims 39 and 40 for failing to specify a specific target 
treatment and (claim 39 only) for being dependent on a non-existent claim. Applicants have 
amended claim 39 to correct its dependency to claim 19 and have amended claims 39 and 40 to 
specify a single target treatment. Applicants have also added new claims 41-44 in which the 
other target treatments are separately claimed. 

For the reasons stated above, therefore, Applicants respectfully request withdrawal of the 
rejections to claims 19-40 under 35 U.S.C. § 112, second paragraph. 
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D. Rejections under 35 U.S.C. § 102(b): 

The Examiner also rejected claims 19-21, 23, 25-27, 29, 31-33, and 35-38 under 35 
U.S.C. § 102(b) as being anticipated by Bille et al. 

Bille et al. describes a method for modifying tissue with a quasi-continuous laser beam 
including an uninterrupted series of emissions. The method includes generating a beam of at 
least one thousand pulses lasting for at least one second and wherein each of the pulses has less 
than 30 microjoules of energy and is approximately 1 picosecond in duration. 

Applicants have amended independent claim 19 to recite a method for noninvasively 
dissolving opacities and/or hardenings of an eye including the feature of "dissolving at least one 
of an opacity and a hardening via a plurality of ultrashort pulses of a laser defining a pulse train 
having a duration of less than 1 s." Independent claim 31 has also been amended to include the 
feature of "a device for generating a pulse train of ultrashort pulses from the laser, the pulse train 
having a duration of less than 1 s." 

Applicants respectfully submit that Bille et al. does not describe - nor teach or suggest ~ 
the feature of a pulse train having a duration of less than 1 second. Although the Examiner 
points to Fig. 1 of Bille et al. as providing a description of a pulse train with a duration of less 
than one second, (Office Action page 4, lines 3-4), Applicants respectfully submit that Fig. 1 
does not purport show a duration for the pulse train at all. Rather, the textual description in Bille 
et al. make it clear that Fig. 1 is not shown to scale, but is rather meant to schematically illustrate 
a portion of a series of laser emissions. In addition, Bille et al. states that "between each 
emission 10, there is a quiescent period 17 which is substantially and significantly larger than 
[the] duration 14 [of each individual pulse]." See Bille et al., column 4, lines 45-68. Applicants 
respectfully submit that the schematic plots shown in Figs. 1 and 1 A do not illustrate any time 
duration for a train of pulses. Instead, Bille et al. provides numerous direct references to a 
minimum duration for the pulse train elsewhere in the patent. Specifically, Bille et al. states that 
the uninterrupted sequence of emissions should be a "sequence of at least one thousand pulses 
lasting for at least one second." See, column 12, lines 24-25; column 13, lines 36-37; column 15, 
lines 57-58; column 16, lines 38-39 and 63-34; and column 17, lines 17-18 and 38-39. 

Because Bille et. al only describes the use of a pulse train having a duration of "at least 
one second" and does not include any suggestion for the use of a shorter pulse train, Applicants 
respectfully submit that Bille et al. does not describe — and in fact teaches away from — the 
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feature recited in independent claims 19 and 31, of "a pulse train having a duration of less than 
one second." Therefore, Applicants submit that Bille et al. cannot anticipate independent claims 
19 or 31, nor can Bille et al. anticipate any of the claims that depend from 19 and 31. 
Accordingly, Applicants respectfully request withdrawal of the rejections to claims 19-21, 23, 
25-27, 29, 31-33, and 35-38 under 35 U.S.C. § 102(b). 

E. Rejections under 35 U.S.C. § 103(a): 

The Examiner rejected claims 28 under 35 U.S.C. § 103(a) as being unpatentable over 
Bille et al. 

Claim 28 depends from claim 19 and includes the feature of a pulse train having a 
duration of less than one second. As discussed above, Applicants respectfully submit that Bille 
et al. does not teach or suggest — and, in fact, teaches away from — that feature. Therefore, 
Applicants submit that claim 28 is patentable over Bille et al. and respectfully request 
withdrawal of the rejection to claim 28 under 35 U.S.C. § 103(a). 

The Examiner also rejected claims 39 and 40 under 35 U.S.C. § 103(a) as being 
unpatentable over Bille et al. in view of U.S. Patent No. 6,322,556 to Gwon et al. ("Gwon et 
al."). 

Gwon et al. describes a method for the laser photoablation of occular lens tissue. Gwon 
et al. does not provide any suggestion for the feature of a pulse train having a duration of less 
than one second. 

Claims 39 and 40 also depend from claim 19 and include that feature. As discussed 
above, claims 39 and 40 were also amended to overcome the rejections under 35 U.S.C. § 112. 
Applicants therefore submit that claims 28 is patentable over Bille et al. and respectfully request 
withdrawal of the rejection to claims 39 and 40 under 35 U.S.C. § 103(a). 

F. Allowable Subject Matter: 

The Examiner indicated that claims 22, 24, 30, and 34 would be allowable if rewritten to 
overcome the rejections under § 112, second paragraph, and to include all of the limitations of 
the claim(s) from which they depend. Applicants respectfully submit that the amendments to 
independent claims 1 9 and 3 1 have now rendered those claims allowable without being 
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rewritten, for the reasons stated above. Applicants have removed the limitation from claim 30 
that the blister fields be disposed "in a marginal area" of the lens, but do not believe that the 
removal of the limitation affects the patentability of claim 30. 

In addition, however, Applicants have rewritten claim 24 in independent form as new 
claim 48, so as to include all of its features. New claim 48 therefore includes the features from 
independent claim 19 without the currently added feature of a pulse train having a duration of 
less than one second. Applicants have also rewritten claim 30 in independent form as new claim 
49 so as to include the features from claims 19 and 29, without the added feature of the pulse 
train duration and without the "marginal area" feature. Applicants believe that new claims 48 
and 49 are therefore allowable. 

G. New Claims 41-49: 

As already discussed, new claims 41-44 were added so as to separately claim the features 
from claims 39 and 40, which were separated out so as to overcome the rejection to those claims 
under 35 U.S. C. § 112. Also, as already discussed, new claims 48 and 49 were added that 
correspond to independent versions of claims 24 and 30, which the Examiner already indicated 
as being allowable. 

In addition, Applicants have added new claim 45, which corresponds to the earlier 
version of claim 19 and defines ultrashort pulse as having a pulse duration in the fs 
(femtosecond) range. Applicants have also added new claim 47, which corresponds to the earlier 
version of independent claim 31, except that the term "frequency" is replaced by the term ~ 
wavelength— and the feature of the pulse duration being in the fs range is also included. New 
claim 46 depends from claim 45 and further defines the pulse duration as being approximately 
300 fs. 

Support for the added features is found, for example, on page 5, lines 5-7 of the 
application. Applicants respectfully submit that new claims 45-47 are allowable in view of both 
Bille et al., and Gwon et al. Bille et al. describes pulses having a pulse duration that is measured 
in picoseconds. See, for example, column 7, lines 9-11: "For the present invention, the duration 
of each emission 10 is within an efficacious time period which is measured in picoseconds." 
Bille et al. contains no suggestion for the use of pulses having a pulse duration in the 
femtosecond range. In addition, Applicants respectfully submit that Bill et al. in combination 
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with Gwon et al. also do not teach or suggest the invention as recited in new claims 45-47. 
Applicants therefore respectfully request that new claims 45-47 be allowed. 



In view of the amendments made and arguments presented, Applicants respectfully 
submit that the presently pending claims are in condition for allowance. 

An early and favorable action on the merits is earnestly solicited. 



CONCLUSION 



Respectfully submitted, 

DAVIDSON, DAVIDSON & KAPPEL, LLC 



By: jA^ y - ( — g. 

William C. Gehris (Reg. No. 38,156) 
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